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STAHL, Circuit Judge. This case involves a dispute
over the sinultaneous use of two simlar Internet domain nanes
by two separate entities. Defendants-appellants Northern Lights
Cl ub, Jeff Burgar and 641271 Alberta Ltd. (collectively
"Northern Lights" or "defendants") appeal a prelimnary
injunction entered by the district court requiring the posting
of a specified disclainmer on their World Wde Web site's portal
page. The court entered the injunction after finding that
plaintiff-appellee Northern Light Technology, Inc. ("Northern
Light" or "plaintiff") was likely to prevail on the nerits of
its state and federal trademark claims and its claimunder the
Anti cybersquatting Consuner Protection Act, 15 U. S.C. § 1125(d)
(" ACPA") .

Def endants assert three bases for relief in this
interlocutory appeal: (1) that the district court |acks personal
jurisdiction, and hence the power to enjoin them (2) that the
district court erred in concluding that the plaintiff was |ikely
to succeed on the nerits of its claims; and (3) that the
injunction currently in place is overly broad and consequently
infringes their free-speech rights. Finding that the district
court properly acquired jurisdiction over defendants when their
agent was served with process within the forum state, and

di scerning no basis for disturbing the district court's
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determ nation on the l|ikely success of plaintiff's suit, we
uphold the district court's issuance of a prelimnary
i njunction. And because defendants only obliquely pressed their
First Amendnent argunment before the district court, we decline
to decide the issue for purposes of this appeal.
| . Background
The facts of this case are extensively chronicled in

the district court's opinion, see Northern Light Tech., Inc. v.

Northern Lights Club, 97 F. Supp. 2d 96 (D. Mass. 2000), and so

we confine our discussion to the events relevant to this appeal.
On Septenmber 16, 1996, plaintiff registered the Internet domain
name northernlight.com with Network Solutions, Inc. ("NSI"),
which at that time was the organi zati on exclusively entrusted
with the task of registering domai n nanes on the World W de Web.!?
Plaintiff also filed registration papers for the "Northern
Light" service mark with the United States Patent and Trademark
Office ("PTO') during that same nonth.? Nearly a year later, in

August 1997, plaintiff began its operation of t he

1As they are commonly used today, Internet domain nanes
serve two principal functions: (1) providing the addresses for
hypertext markup | anguage ("HTM.") sites on the World W de Web,
and (2) permtting the dissem nation of e-mail accounts with a
common suffix that reflects the identity of the accounts’
propri etor.

°The PTO issued plaintiff a registered trademark for
"Northern Light" on February 23, 1999.
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northernlight.com website (and, consequently, its use of the
"Northern Light" mark in commerce) as a search engine. Search
engi nes are popular Web-retrieval tools that match a search
query submtted by an Internet user with the websites whose
content best corresponds to the submtted search terns. The
northernlight.comsite has remained in continuous existence as
a search engine since August 1997.

Def endant Jeff Burgar, a resident of Hi gh Prairie,
Al berta, Canada, is the president and principal sharehol der of

641271 Al berta, Ltd., an Alberta corporation that owns the

northernlights.com domain nane. Burgar, a self-described
"Internet entrepreneur,"” has, since the md-1990s, registered
t housands of "catchy" domain names — i.e., Internet addresses

appropriating, inidentical or slightly nmodified form the nanmes
of popul ar people and organi zations. He is also the president
of Northern Lights Club, an unincorporated association with a
listed address in Las Vegas, Nevada. While Northern Lights

Club's stated mission is to bring together devotees of the

Northern Lights, or aurora borealis, including businesses that
take their nanme from the fanmous cel estial phenonenon, Burgar's
testinony indicates that the club has no actual individual

menbers.



In October 1996, approximately one nonth after

plaintiff registered its northernlight.com website, Burgar, on

behal f of Nort hern Li ghts Cl ub, regi stered t he
northernlights.com domain name with NSI.:3 Soon after
registration, Burgar |licensed the nane to FlairMail, a vanity e-

mai | service that he manages and that is owned by a |oca
Al berta newspaper.4 Burgar "believes" that this newspaper is
owned by his wife. Under this arrangenment with FlairMil,
def endants offered e-mail accounts under the northernlights.com
domai n nanme that users could access through sone ot her website,
such as flairmail.com although Internet users who attenpted to
visit the northernlights.com page on the World Wde Web would
find that no such site existed.?®

The two simlar domain-name registrations enjoyed a

peaceful coexistence until March 2, 1999, when a USA Today story

SPlaintiff does not allege that defendants had actual
know edge of the northernlight.com registration when they
regi stered the northernlights.com domain nane.

“Vanity e-mail permts a subscriber to choose both the user
name and the domain nane for their e-mail address. To use as an
exanpl e the service offered by defendants, an adm rer of the
aurora borealis named John Doe could choose the vanity e-mail
address "John. Doe@orthernlights.com"”

The district court found, at the time of its March 2000
opi ni on, t hat approxi mat el y 112 individuals used the
northernlights.com domain name as part of their vanity e-nmail
address. See 97 F. Supp. 2d at 101.
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on Internet search engines erroneously identified plaintiff's
website as northernlights.com After ascertaining that
def endants were the owners of this domain name, plaintiff's
mar keting director contacted Burgar to find out whether
def endants might be interested in selling it. The parties
exchanged a series of proposals and counterproposals by e-nmil
over a two-nonth period but ultimately no sales or |icensing
agreenent was consummat ed. Soon thereafter, in April 1999
def endant s posted an active page on the northernlights.comWrld
W de Web site. Visitors to the site saw, anong other things, a
site-search function near the top of the screen that enabled
users to perform a search of the northernlights.com site for
specific words or phrases, as well as links to FlairMail and
ot her nmenbers of the "Northern Lights Comunity."” Plaintiff's
Web site was placed third in the list of the Northern Lights
Comruni ty "Busi ness Listings."® Plaintiff had not agreed to this
listing.

On July 14, 1999, plaintiff sent Burgar a cease-and-
desist letter, demanding that the northernlights.com site be

deacti vat ed. Def endants chose not to respond to this letter.

Pl aintiff asserts that it received approximtely 300
referrals per day fromdefendants' site about the time that the
northernlights.comsite went online, and that this nunber |ater
increased to several thousand referrals per day.
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Fifteen days later, plaintiff asked NSI to strip defendants of
the northernlights.com domain name based on the simlarity of
their respective marks, but NSI declined, citing the one-letter
di screpancy between the name of defendant's website and
plaintiff's trademark. On August 6, 1999, plaintiff filed the
instant |awsuit under federal and state theories of wunfair
conpetition, trademark i nfringement, and trademark dilution. 1In
its conplaint, plaintiff sought both a tenporary restraining
order and a prelimnary injunction. |In Decenber 1999, plaintiff
amended its conplaint to add a cl ai munder ACPA (which had been
enacted into | aw |l ess than one nonth earlier) and to abandon its
federal trademark-dilution claim and its state-law clains of
unfair conpetition and trademark dil ution.

Moments before the district court hearing on Septenber
1, 1999 to consider the nmerits of plaintiff's clains and the
court's personal jurisdiction over defendants, plaintiff's agent
physically served process upon Burgar, who had traveled
voluntarily to Boston from Alberta to witness the proceedi ngs
and to nmake hinmself available for testinony if needed. Although
the hearing itself focused |argely on the convol uted issues of
personal jurisdiction arising fromlnternet activities, it also
touched upon the nerits of plaintiff's request for prelimnary

injunctive relief. At the end of the hearing, the district
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court indicated that it would issue a tenporary restraining
order modifying the content of the northernlights.comsite to
prevent further public confusion, and solicited advice fromboth
parties as to the appropriate substance of that order.

True to its word, the district court inposed the TRO
the follow ng day, stating that Northern Light had successfully
denonstrated probable personal jurisdiction, that it would be
likely to succeed in its trademark-infringement suit, and that
the balance of hardships and the public interest favored
tenporary relief. The court ordered that defendants renove all
content fromthe northernlights.comsite and post in its place
a bl acked-out screen containing only an imge of the aurora
borealis and links to three websites: (1) flairmail.com (where
users could access their northernlights.com e-mail accounts);
(2) plaintiff's northernlight.comsite; and (3) the content page
that formerly existed at northernlights.com to be described,
for purposes of the link, as "BUSINESSES THAT ARE LI STED W TH
THE NORTHERN LI GHTS COVMUNI TY. " On the sanme day that this
ruling was issued, the parties jointly noved the court for a
continuance of "at |east 60 days." In this joint notion,
def endants acqui esced in an extension of the restraining order
agai nst themuntil discovery and further hearings in the matter

were conducted, and the parties agreed to a schedul e governi ng

-9-



the conpletion of discovery and the filing of any additional
noti ons. The court granted this notion, and both parties
submtted further nmotions during this period. After granting
several notions for extensions of time, the district court
ultimately held hearings on January 19 and 21, 2000 on the
personal -jurisdiction issue and the nerits of plaintiff's
request for prelimnary relief.

In its witten opinion issued on March 31, 2000, the

district court ordered, inter alia, that what had becone a de

facto prelimnary injunction should remain in place.” In so
doing, the <court began by holding that it had personal
jurisdiction over defendants.® It determ ned that plaintiff had
satisfied sections 3(c) and 3(d) of the Massachusetts Long- Arm

Statute, see Mass. Gen. Laws ch. 223A, § 3, because defendants

The record does not clearly reveal when the TRO becane a
prelimnary injunction. At some point follow ng the subm ssion
of their joint notion for continuance, the parties (and the
district court) started describing the TRO as a prelimnary
injunction. Furthernore, inits witten opinion, the district
court stated that the prelimnary injunction already in place
woul d not be nodified. |In any event, the present appeal clearly
is froma prelimnary injunction.

8The district court noted that its decision was responsive
to a plethora of pretrial notions pending before it, including
motions to dismss for |ack of personal jurisdiction and for
failure to state a claim plaintiff's initial motion for a
prelimnary injunction; defendants' notions for reconsideration
of the tenmporary relief that had already been ordered; and the
parties' notions to conpel discovery and to inpose sanctions.
See 97 F. Supp. 2d at 98.
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had li kely caused tortious infjury to plaintiffs in
Massachusetts, both through their acts within the Commonweal th
(in the formof their trademark-infringing website) and their
regul ar solicitation of business through acts outside of the

Commonweal th  (by virtue of, inter alia, the site's

"entice[nent]" to users to post material). See 97 F. Supp. 2d
at 104-06. The court also found that defendants had sufficient
contacts with Massachusetts to support the exercise of specific

jurisdiction under International Shoe Co. v. Washington, 326

U.S. 310 (1945), thereby satisfying the constitutional due-

process el ement of personal jurisdiction. See Northern Light

Tech., Inc., 97 F. Supp. 2d at 106-08.

On the nerits of plaintiff's suit, the district court
found that, based on the |ikelihood of confusion between the two
websi t es because of their simlar formand function, plaintiff's
state and federal trademark-infringenent and unfair-conpetition
causes of action would probably succeed. See id. at 109-15,
120. The court further opined that plaintiff was likely to
succeed on its ACPA claim based on the confusing simlarity of
the two domai n names and proof of defendants' bad-faith intent
to profit fromplaintiff's northernlight.commrk. See id. at
115-20. On the latter issue, the court reasoned that, although

Burgar's initial reluctance to sell the northernlights.comsite
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and defendants' uninterrupted use of the northernlights.com
name for vanity e-mail accounts mlitated against a bad-faith
fi ndi ng, def endant s’ hi st ori cal practice of "targeting
t rademar ked nanes, creating fictional entities to register them
and offering dubious explanations for the selection of these
domain names" ultimately tipped the scales in favor of such a
prelimnary determnation. 1d. at 119. Finally, the district
court found that plaintiff had established a I|ikelihood of
irreparable harm that the balance of hardships favored the
plaintiff, and that the public interest favored the preservation
of the prelimnary injunction already in place. See id. at 120-
21.

On appeal, defendants dispute the district court's
personal -jurisdiction ruling and aspects of its decision
regarding the |ikelihood of plaintiff's success on the nerits.
Def endants al so pursue their argunent, not expressly considered
by the district court, that the present injunction unduly
burdens their First Amendnent rights.

I'1. Personal Jurisdiction

Def endants first challenge the injunction entered by
the district court on the ground that the court was w thout
personal jurisdiction to order such a remedy. At each stage of

t he proceedi ngs, the parties have contested whet her defendants'
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activities, both in terns of the content of their website and
their discussions with the plaintiff regarding a potential
busi ness venture, neet the personal -jurisdictioncriteria of the
Massachusetts Long-Arm Statute and the requirenents of due
process. Plaintiff also posited a nmore conventional basis for
personal jurisdiction in the district court - nanely, the
service of process effected upon Burgar just prior to the
Septenber 1, 1999 prelimnary injunction hearing. We afford
pl enary reviewto the district court's deterni nation of personal
jurisdiction, and may affirmits judgment for any independent

reason supported by the record. See, e.qg.., Phillips Exeter

Acad. v. Howard Phillips Fund, Inc., 196 F.3d 284, 288 (1st Cir.

1999).

The district court expressly declined to consider the
validity of personal jurisdiction based on physical service of
process. See 97 F. Supp. 2d at 108 n.12. On appeal, however,
plaintiff continues to press its case that, under the doctrine
of transient jurisdiction, it has satisfactorily created
jurisdiction through its service of process on Burgar prior to

the Septenber 1, 1999 hearing. See Burnhamv. Superior Court of

Cal., 495 U.S. 604 (1990) (plurality opinion); Schinkel v. Mxi-

Hol ding. Inc., 565 N. E. 2d 1219, 1222-23 (Mass. App. Ct. 1991)

(hol di ng t hat personal jurisdictionin Massachusetts need not be
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predicated on Long-Arm Statute when defendant served with
process while in forum under transient-jurisdiction doctrine).
Def endants dispute this proposition, claimng that this method
of service of process is fundanentally wunfair in that it
represents a trap for the unwary litigant who travels to the
forum state solely to ~contest the issue of personal
jurisdiction. Defendants also argue that permtting service of
process under these circunstances i s unwi se froma public-policy
perspective in that it discourages the litigant from actively
assisting the district court in the jurisdictional- discovery
process.

Al t hough they do not specifically ask for process
i mmunity, defendants' argunent against personal jurisdiction
essentially boils down to a request that Burgar be deened i mune
fromservice of process since, at the tine he was served, he was
present in Massachusetts only for the purpose of attending a
personal -jurisdiction hearing in this lawsuit. Thi s argunent
enj oys sone neasure of historical pedigree, albeit in a related
context. Long before the Supreme Court in Burnhamaffirnmed that
personal jurisdiction can be sustained against a defendant
solely on the basis of his presence in the forum state at the
time of service of process, it had recognized that sone parties

tenporarily in the forum state enjoy immunity from service by
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virtue of their status as participants in ongoing litigation.

For instance, in Lanb v. Schmtt, 285 U S. 222 (1932), the Court

noted the potential peril of allowing an individual who is
attending a proceeding in one suit to be served with process in
conjunction with another:

[ T] he due admi nistration of justice requires

that a court shall not permt interference

with the progress of a cause pendi ng before

it, by the service of process in other

suits, which would prevent, or the fear of

which m ght tend to discourage, t he

vol untary attendance of those whose presence

IS necessary or convenient to the judicial

adm ni stration in the pending litigation.
ld. at 225 (internal citations omtted). Simlarly, Justice
Scalia's plurality opinion in Burnham referred to severa
states' historical inposition of statutory or conmmon-I|aw
prohi bitions on the service of process of those individuals
present in the forum as parties or wtnesses in unrelated
judicial proceedings — a practice that led himto concl ude that
transient jurisdiction conported wth constitutional due
process. See 495 U. S. at 613.

Acconpanyi ng the courts' repeated recognition of the
validity of the party/witness immunity exception, however, has
been a persistent acknow edgnent of the exception's |imtations.

The Lanb Court itself noted that, because the privil ege exists

for the convenience of the district court in its exercise of
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judicial adm nistration, rather than to protect the individual
seeking to avoi d service of process, courts enjoy the discretion
to confer (or deny) immunity in such instances. See 285 U.S. at
225 (citing Stewart v. Ransay, 242 U.S. 128, 130 (1916)). Just
as inmportantly, the extension of the privilege has been limted
by the majority of courts to cases in which the party or w tness
was participating in anunrelated litigation at the time that he

was served with process in the forum state. See, e.qg., ARW

Exploration Corp. v. Aguirre, 45 F.3d 1455, 1460 (10th Cir.

1995) (denying process imunity where party was served wth
process in second |lawsuit while attending deposition in first

lawsuit alleging simlar facts); In re Fish & Neave, 519 F.2d

116, 118 (8th Cir. 1975) (simlar); LaCroix v. Anerican Horse

Show Ass'n, 853 F. Supp. 992, 994-95 (N.D. Chio 1994) (applying

Lamb and denying defendants' claimof entitlement to inmunity
based on appearance in forum state solely to contest persona

jurisdiction); 4 Charles A. Wight & Arthur R Ml ler, Federal

Practice and Procedure 8 1080, at 511 (2d ed. 1987) ("There is

generally no immnity fromservice of process when the suit in
which immunity is sought is part of, or a continuation of, the
suit for which the person claimng imunity is in the

jurisdiction."); see also Lanmb, 285 U S. at 225 ("[T]he

[ process-imunity] privilege should not be enlarged beyond the
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reason upon which it is founded, and . . . should be extended or
wi t hhel d only as judicial necessities require.").® The rationale
for the differing-lawsuit prerequisite to process immunity in
this context is relatively straightforward: while a court can,
in cases before it, choose to protect the jurisdictional status
of a party or witness who is reluctant to come to the forum
state by issuing protective orders or subpoenas, it cannot weld
such power in other cases. The process-inmmunity exception
therefore fills the gap only where it needs to be filled — that
is, in cases where a district court wshes to shield an
i ndividual from service of process to encourage his or her
travel to the forum state, but would be unable to do so absent

t he power to grant inmunity.

l'n their brief, defendants cite to other cases, such as
American Centennial Ins. Co. v. Handal, 901 F. Supp. 892, 895
(D.N.J. 1995), which interpret Lanb differently. Those cases
hold that process immunity should be granted to non-residents
present in the forum state to participate in any litigation,
whet her or not related to the suit for which the disputed
service has been effected, as long as such immunity does not
obstruct justice in the first suit. See, e.qg., Shapiro & Son
Curtain Corp. v. Gl ass, 348 F.2d 460, 461-62 (2d Cir. 1965);
NASL Marketing, Inc. v. de Vries, 94 F.R D. 309 (S.D.N. Y. 1982);
United Nations v. Adler, 90 F. Supp. 440, 441 (S.D.N. Y. 1950).
W reject this view, as Lanb definitively retains the
di stinction between presence in the forumstate for related and
unrel ated cases. See 285 U.S. at 225 ("[T] he due adm ni stration
of justice requires that a court shall not permt interference
with the progress of a cause pending before it by the service of
process in other suits . . . .") (enphasis added).
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Turning to the facts of this case, several features of

defendants' l|itigation posture counsel against a finding that
Burgar is entitled to process inmmunity. First, and nost
apparent, is the fact that defendants have never asked the

district court for such immunity on behalf of Burgar, either
prior to or following the hearing at which Burgar was served
with process. In lieu of a specific request for immunity,
def endants i nstead have asked this court to fashion a broad, per
se rule precluding the exercise of personal jurisdiction
whenever the served individual is in the jurisdiction to attend
litigation-related proceedings that pertain to himor her. In
light of the adnonitions in Lanb and other cases that process
immunity should be meted out sparingly, we reject this
suggestion. Moreover, the circunstances surrounding the service
of process on Burgar are not those that would ordinarily favor
a finding of imunity even in a case where it had been tinely

request ed. Specifically, Burgar voluntarily entered into

Massachusetts to attend proceedings as a spectator in the same
case in which he was served with process. VWil e we need not
deci de the issue, it seens apparent that under these facts, the
district court would have faced a relatively heavy presunption
agai nst granting such inmmunity if it actually had been sought by

Bur gar.

-18-



For these reasons, we hold that the district court
properly exercised personal jurisdiction over defendants inthis
case.® Based on this determ nation, we need not reach the
alternate bases for personal jurisdiction discussed in the
district court's opinion.

[11. Plaintiff's Likelihood of Success on the Merits

Def endants' second claimin this appeal, which goes to
the merits of plaintiff's suit, is that the prelimnary
injunction should be dissolved because it is premsed on
erroneous findings by the district court. Specifically,
defendants claim that the court erred as a matter of fact in
determ ning that Northern Lights manifested a bad-faith intent
to profit from plaintiff's mark, and as a matter of law in
concluding that ACPA should be applied retroactively to
enconpass defendants' behavior prior to the enactnment of the

statute.

W& believe that the service of process effected upon
Bur gar al so conferred personal jurisdiction over the other
def endants. Burgar serves as the president of both Northern
Li ghts Cl ub, an uni ncorporated associ ation, and 641271 Al bert a,
Ltd., a foreign corporation. See Fed. R Civ. P. 4(h)(1)
(permtting personal service of process upon officers of
uni ncor porat ed associ ati ons and foreign corporations).

In all events, defendants have attacked the efficacy of
service of process only in general. They have not attacked its
efficacy vis-a-vis particul ar defendants. Consequently, we deem
wai ved any possi bl e argument that personal service upon Burgar
was ineffectual as a means of bringing Northern Lights Club
and/ or 641271 Al berta, Ltd. before the court.
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A. Defendants' Bad Faith

Def endants vehenently contest the district court's
finding that the registration and maintenance of the
nort hernlights.comdomain nanme represented a bad-faith effort to
profit fromplaintiff's Northern Light trademark. The issue of
bad faith is principally relevant to the nerits of plaintiff's
suit insofar as "bad faith intent to profit from [another's]
mar K" constitutes an essential elenment of the cause of action
under ACPA. 15 U.S.C. § 1125(d) (1) (A)(i). In this case,
however, it also relates, albeit tangentially, to plaintiff's
trademark-infringement claim This is so because the district
court's finding with respect to defendants' intent in adopting
the Northern Lights mark, which the court rendered while
considering one of the eight factors under the "likelihood- of -

confusion" test for trademark infringenent, see, e.qg., |.P. Lund

Trading ApS v. Kohler Co., 163 F.3d 27, 43 (1st Cir. 1998),

expressly incorporated by reference the intent findings it had
made in its ACPA analysis. See 97 F. Supp. 2d at 114. Thus, we
must consider the court's "bad-faith intent to profit" findings
to the extent that they bear on the trademark-infringenment
claim We reviewthe district court's finding of bad faith for

clear error. See Anerican Bd. of Psychiatry & Neuroloqgy V.

Johnson-Powel I, 129 F.3d 1, 3 (1st Cir. 1997) (noting clear-
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error standard of review applies to findings of fact made in
conjunction with ruling on nmotion for prelimnary injunction)

(citing Keds Corp. v. Renee Int'l Trading Corp., 888 F.2d 215,

222 (1st Cir. 1989)).

On appeal, defendants claimthat their conduct did not
meet the statutory guidelines for a finding of bad faith, and
that even if it did, the subjective and objective reasonabl eness
of their actions should shield themfromliability. Defendants
stress that their nmere registration of rnultiple domain nanmes
does not, by itself, indicate that they were acting in bad faith
with regard to any of their individual registrations or website
uses. Defendants also assert that the statements of Burgar have
been taken out of context by the district court, and have been
unfairly used to establish Northern Lights's bad faith.

Along with its inclusion of bad faith anpbng the
essential elenments of the ACPA cause of action, Congress
provi ded ni ne nonexhaustive gui deposts that courts may use to
di vine whether or not bad faith exists. See 15 U.S.C. 88
1125(d) (1) (B) (i) (I)-(I'X). In addition, the statute provides an
"escape clause" to those whose conduct would otherw se
constitute bad faith if the potential infringer "believed and
had reasonable grounds to believe that the use of the domain

nane was a fair use or ot herw se | awful . " | d. 8
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1125(d) (1) (B)(ii). In this case, the district court detern ned
that defendants' nyriad explanations for their use of the
northernlights.comsite — e.g., as an experinental new busi ness

model, as a site for aurora borealis admrers, and as a

conpi l ation of businesses that contain the phrase "Northern
Lights" — undermned Northern Lights's claim of subjective
belief in fair use, and hence their entitlenent to the "escape
cl ause" of 8§ 1125(d)(1)(B)(ii). See 97 F. Supp. 2d at 118-19.
Additionally, the court concluded that the defendants' numnerous
registrations of domain nanmes containing the trademarks of
ot hers, which defendants acconplished in sone cases by creating
fictional "fan clubs" so that they could present a mantle of
legitimacy in their registration requests to NSI, represented
powerful evidence of defendants' bad faith in operating the
northernlights.com site. This conclusion of bad faith was
reinforced, according to the district court, by defendants’
hi story of di sregardi ng cease-and-desist letters fromlegitimte
trademark owners, and their apparent openness to sell the
northernlight.com registration to the plaintiff at the right
price. 1d. at 119-20.

Based on our review of the record, we see no clear
error in the district court's finding that defendants wl|

likely be found to have acted in bad faith in operating the
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northernlights.comsite.! Although defendants are correct in
asserting that their nultiple registrations alone are not
di spositive of the bad-faith issue, their well-established
pattern of registering nultiple domain nanmes containing fanpus

trademarks, such as rollingstones.com evinrude.com and

gi venchy. com has been made highly relevant to the determ nation
of bad faith by the list of factors in ACPA. See 15 U S.C. 8§
1125(d) (1) (B)(i)(VIIl) (noting as relevant factor "the person's
registration or acquisition of nultiple domain names which the
person knows are identical or confusingly simlar to marks of
others that are distinctive at the time of registration of such
domain nanes"). Those facts are not clearly trunped by facts
favoring defendants' side of the story, such as their use of
northernlights.com as an e-mail domain name for several years
prior to the dispute with the plaintiff and Burgar's initia

resistance to the plaintiff's efforts to acquire defendants'
domai n-nane registration. The district court's finding that
def endants were not entitled to the "escape clause” also is not
clearly erroneous; as the court found, defendants' oft-changing

expl anations for the purpose of the northernlights.com website

“The district court found that defendants' posting of a
website at northernlights.com rather than their initial donmain-
nane regi stration, was the act that constituted bad-faith i ntent
to profit in this case. See 97 F. Supp. 2d at 119 n. 27.

-23-



evince a |lack of subjective belief in the domain name's fair
use.

Based on defendants' apparent nodus operandi of

regi stering domain names containing the fanmous trademarks of
others in the hope that the fanous trademark holder will be
willing to pay toreclaimits intellectual -property rights, the
district <court reasonably concluded that defendants acted
according to script in this case.' Accordingly, we determ ne
that the district court did not err in finding that defendants
will likely be found to have acted in bad faith in operating
their northernlights.com website.
B. Retroactive Application of ACPA

Def endants al so ask that we reviewthe district court's

| egal determ nation that the retroactive application of ACPA to

the facts of this case is permssible.®® After review ng the

2Def endants claim that since they expected no revenue
stream fromthe content on the northernlights.comwebsite, they
could not have acted with a bad-faith intent to profit. Based
on their past practices, however, it is reasonable to conclude
t hat defendants harbored a broader, nore |long-term notion of
"profit."” Instead, defendants |likely hoped to cash in on the
confusi on surroundi ng the sponsorship of the websites by finding
famobus trademark holders willing to pay defendants to end the
di version of Internet traffic fromtheir website to defendants
sites.

13As we recently noted in Hasbro, Inc. v. Cue Conputing,
Inc., 232 F.3d 1 (1st Cir. 2000) (per curiam, courts are split
on the issue of whether recent Lanham Act provisions should be
applied retroactively. Conpare, e.qg., Sporty's Farm L.L.C. v.
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district court opinion and the parties' briefs, however, we find
it unnecessary to reach this issue, as even if we were to decide
the matter in defendants' favor, it would not provide an
adequate basis for dissolving the injunction. This is so
because the district court expressly stated that its decisionto
impose a prelimnary injunction rested principally upon its
finding that Internet users would likely be confused by the
concom t ant exi stence of t he northernlight.com and
northernlights.com marks. See 97 F. Supp. 2d at 121 ("Before
turning to the balancing factors, | nust enphasize the
i nportance of the |likelihood of confusion findings to the
prelimnary injunction calculus."). Because an ACPA viol ation
does not require a showing of likely confusion,' the district
court's decision to enter a prelimnary injunction nust have
been based on its resolution of the non-ACPA clains, such as

plaintiff's trademark-infringement claim In their appeal,

Sportsman's Market, Inc., 202 F.3d 489, 496-97 (2d Cir.)
(concl udi ng that ACPA shoul d apply retroactively), cert. denied,
120 S. C. 2719 (2000) with Thomas & Betts Corp. v. Panduit
Corp., 108 F. Supp. 2d 976 (N.D. Ill. 2000) (holding that new
trade-dress provisions of Lanham Act should not be applied
retroactively).

14As the district court noted, the "likelihood of confusion”
test of trademark infringenment is "nmore conprehensive" than the
"identical or confusingly simlar" requirenment of ACPA, as it
requires considering factors beyond the facial simlarity of the
two marks. 97 F. Supp. 2d at 117.
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def endants' only argunent on the nerits that does not inmpugn the
district court's ACPA findings concerns the determ nation that
Northern Lights acted in bad faith. And as we have detern ned
in Part 111.A, supra, that finding was not clearly erroneous.
Thus, no matter how we mght resolve the ACPA-retroactivity
issue — and we expressly eschew doing so at this time — our
deci sion would fail to affect the validity of the injunction.?

In sum we conclude that defendants have identified no
basis for overturning the prelimnary injunction already in

pl ace. We therefore affirmits issuance by the district court.

°Def endants do claimthat there were other "grossly unfair
factual errors by the trial court” which constituted "an
egregi ous result-driven pattern of prejudice" against them But
they have failed to specify those errors in their appellate
briefs.
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V. First Amendnent Overbreadth of the Injunction

Def endants argue that the scope of the prelimnary
injunction violates the First Amendnent. W need not, however,
consider that issue here, for although it may have been raised
bel ow, defendants did no nore than obliquely refer to the issue
when the district court held the critical hearing, and
subsequently took part in the framng of the prelinmnary
i njunction. Because we do not find waiver, the issue can be
argued in the trial on the nmerits.

Concl usi on

Because the district court obt ai ned per sonal
jurisdiction over defendants when Burgar was served with process
while in the forum state, we affirm albeit on different
grounds, the court's personal-jurisdiction finding. W find no
basis for disturbing the court's determ nation of |ikelihood of
success on the nmerits of plaintiff's suit, and therefore affirm
t hose portions of the district court's opinion. Finally, while
not precluding further consideration of the First Amendment
issue at trial, we decline to resolve defendants' free-speech

chal l enge to the scope of the injunction at this tine.

Affirmed. Costs to appell ee.
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